
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE^ 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3-1 450 
www.uspto.gov 



4V 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/684,180 



10/10/2003 



7590 



05/24/2005 



Alexander Gerasimow 
Alien-Bradley Company 
Patent Dept., 704P Floor 8 T29 
1201 South Second Street 
Milwaukee, WI 53204 



Donald H. Williams 



REEL:0019--1/YOD 
00RE068A 



2586 



EXAMINER 



PHAN, THIEM D 



ART UNIT 



PAPER NUMBER 



3729 



DATE MAILED: 05/24/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Application No. 



Applicant(s) 




10/684,180 



WILLIAMS ET AL. 



Office Action Summary 



Examiner 



Art Unit 



Tim Phan 



3729 



~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 



I )^ Responsive to communication(s) filed on 1 1 April 2005 . 

2a)El This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) KI Claim(s) 1-10 and 23-36 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1.2.4.7-10,23-25.30-32 and 34 is/are rejected. 

7) |EI Claim(s) 3.5.6.26.28.29.33.35 and 36 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 



1 . The amendment filed on 4/1 1/05 has been fully considered and made of record. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1, 7, 8, 23 and 24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Keck (US 5,519,273). 

As applied to claim 1, Keck teaches a process for fitting a conduit box to an electric 
motor (Abstract), comprising: 

• extruding or forming a portion of a conduit box (Fig. 4, 12; col. 5, lines 6 ff. ) to form a 
hollow extension (Fig. 4, 26 or Fig. 2, 24 & 44); 

• inserting the extension (Fig. 2, 44) through a first hole (Fig. 6, 50) in a motor housing of 
an electric motor; and 

• permanently plastically deforming the extension by deforming the crushable projections 
(Fig. 2, 46A-D; col. 5, lines 50 ff.) after the extension is inserted through the first hole to 
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form a flange (Fig. 2, 24) thereby to prevent withdrawal of the extension through the first 
hole. 

As applied to claim 7, the '273 teaches a motor stator (Cf. Abstract; col. 3, line 50). 
As applied to claim 8, the '273 teaches a plurality of conductors (Cf. Fig. 1, 28A-C) 
extending through the conduit box. 

As applied to claim 23, the '273 teaches a process for fitting a conduit box to an electric 
motor (Cf. Abstract), comprising: 
7 • disposing or forming an extension (Cf. Fig. 4, 26 or Fig. 2, 24 & 44) from a bottom of a 
conduit box (Cf. Fig. 1,16) through an opening (Cf. Fig. 6, 50) through a motor housing 
of an electric motor; and 
• plastically deforming the extension by deforming the crushable projections (Cf. Fig. 2, 
46A-D; col. 5, lines 50 ff.) to form the flange (Fig. 2, 24) in order to capture the motor 
housing (Cf. Fig. 6, 50) between the flange (Cf. Fig. 6, 24) and the bottom of the conduit 
box (Cf. Fig. 6, 16) to secure the conduit box to the motor housing. 

As applied to claim 24, the 6 273 teaches the formation of the extension (Cf. Fig. 2, 
elements 24 & 44) from the conduit box (Cf. Fig. 2, 12). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 2, 4, 9, 10, 25, 27, 30-32 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over the '273. 

As applied to claims 2 and 25, Keck teaches a process for fitting a conduit box to an 
electric motor which reads on applicants' claimed invention, including the driving of a punch 
through a second hole in the conduit box or forcing a second hole/opening next to the flange 
(Fig. 2, 24) in the conduit box through the motor housing. 

As applied to claims 4 and 27, Keck teaches the insertion of the generally cylindrical 
extension (Fig. 4, 26) through a hole in the motor housing; except for a generally circular motor 
hole. 

It is mere matter of design choice to have a generally circular motor hole and it appears 
that any shape of the motor hole will work as long as it tightly shape- fits the conduit box 
insertion portion (Fig. 2, 44) with the two holding flanges (Fig. 2, 16 & 24). 

As applied to claim 9, the 6 273 teaches a process for fitting a conduit box to an electric 
motor which reads on applicants' claimed invention, except for threading a first member through 
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the conduit box and the motor housing to prevent the stator from rotating and to prevent 
movement of the conduit box. 

It is mere matter of design choice to thread a screw through the conduit box and the 
motor housing to prevent the stator from rotating, since it is well known that the stator is always 
well embedded to the motor housing and to prevent movement of the conduit box and it appears 
that the invention would perform equally well by having the conduit box being tightly engaged 
through the groove (Cf. Fig. 6, 48; col. 5, lines 50 ff.) by crushing force. 

As applied to claim 10, the '273 teaches a process for fitting a conduit box to an electric 
motor which reads on applicants' claimed invention, except coining the extension against an 
interior surface of the motor housing. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to have the extension coined against an interior surface of the motor housing, since it I 
known in the art that the crushing force of the endshield at the intermediate portions (Cf. Fig. 2, 
46A-D; col. 5, lines 50 ff.) and the second base member (Cf. Fig. 5, 24) will press the extension 
(Cf. Fig. 6, 24 & 48) against the interior surface of the motor housing (Cf. Fig. 6, 50). 

As applied to claim 30, the '273 teaches a process for fitting a conduit box to an electric 
motor (Cf. Abstract), comprising: 

• disposing or forming an extension (Cf. Fig. 4, 26 or Fig. 2, 24 & 44) from a bottom of a 
conduit box (Cf. Fig. 1,16) through an opening (Cf. Fig. 6, 50) through a motor housing 
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of an electric motor; and 
• plastically deforming the extension by deforming the crushable projections (Cf. Fig. 2, 

46A-D; col. 5, lines 50 ff.) to form the flange (Fig. 2, 24) with a smooth inner surface 

(Fig. 4, 26) in order to capture the motor housing (Cf. Fig. 6, 50) between the flange (Cf. 

Fig. 6, 24) and the bottom of the conduit box (Cf. Fig. 6, 16) to secure the conduit box to 

the motor housing; except for having a generally circular flange. 

It is mere matter of design choice to have a generally circular flange and it appears that 
any shape of the flange will work as long as it tightly shape-fits the electric motor housing (Fig. 
1,10) with the external flange (Fig. 2, 16 & 24). 

As applied to claim 31, the 6 273 teaches the formation of the extension (Fig. 2, 44) of 
the conduit box. 

As applied to claim 32, Keck teaches a process for fitting a conduit box to an electric 
motor which reads on applicants' claimed invention, including the driving of a punch through a 
second hole in the conduit box or forcing a second hole/opening next to the flange (Fig. 2, 24) in 
the conduit box through the motor housing. 

As applied to claim 34, Keck teaches the insertion of the generally cylindrical extension 
(Fig. 4, 26) through a hole in the motor housing; except for a generally circular motor hole. 

It is mere matter of design choice to have a generally circular motor hole and it appears 
that any shape of the motor hole will work as long as it tightly shape-fits the conduit box 
insertion portion (Fig. 2, 44) with the two holding flanges (Fig. 2, 16 & 24). 
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Objected Subject Matter 

6. Claims 3, 5, 6, 26, 28, 29, 33, 35 and 36 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 

7. Applicants' arguments filed on 4/1 1/05 have been fully considered but they are not 
persuasive for the following reasons: 

Applicants' citations "... Claim 1 recites, inter alia, "extruding a portion of a conduit 
box to form a hollow extension . . . "forming" and "extruding" have very separate and distinct 
meanings ..." (Cf. Claims 1 , line 3; Remarks, page 7, last paragraph - page 8, 2 nd paragraph) 
were traversed since the Keck teaches that limitation of extruding or forming the extension. The 
examiner attaches a copy of the Webster's Collegiate Dictionary, Copyright 1998, page 414, to 
detail the meaning of that language "extruding". 

In response to applicants' argument that the examiner's conclusion of obviousness is 
based upon improper hindsight reasoning (Remarks, page 10, 103 Rejection), it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
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upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See In 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 

It appears that Applicants fail to recognize the scope of the claims when judged in view of 
Keck. (Cf. MPEP 21 1 1 and In re Geuns, 26 USPQ 2 nd 1057 (Fed. Cir. 1993)). 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicants' 
disclosure. 

Applicants' amendment necessitated the new grounds of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicants 
are reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tim Phan whose telephone number is 571-272-4568. The 
examiner can normally be reached on M - F, 9AM - 5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on 571-272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Tim Phan 
Examiner 
Art Unit 3729 
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May 19, 2005 

Attachment/ Copy of Webster's Collegiate Dictionary, Copyright 1998, page 414. 




A GENUINE MERRIAM-WEBSTER 

The name Webster alone is no guarantee of excellence. It is used by a 
number of publishers and may serve mainly to mislead an unwary buyer. 

Merriam-Webster™ is the name you should look for when you consider 
the purchase of dictionaries or other fine reference books. It carries the 
reputation of a company that has been publishing since 1831 and is your 
assurance of quality and authority. 



Copyright © 1998 by Merriam-Webster, Incorporated 
Philippines Copyright 1998 by Merriam-Webster, Incorporated 



Library of Congress Cataloging in Publication Data 
Main entry under title: 

Merriam-Webster' s collegiate dictionary. — 10th ed. 
p. cm. 
Includes index. 

ISBN 0-87779-708-0 (unindexed : alk. paper). — ISBN 0-87779-709-9 (indexed : 
alk. paper). — ISBN 0-87779-710-2 (deluxe indexed : alk. paper). — ISBN 
0-87779-707-2 (laminated cover, unindexed). 

1. English language — Dictionaries. I. Merriam-Webster, Inc. 
PE1628.M36 1998 

423— dc21 97-41846 

CIP 



Merriam-Webster's Collegiate® Dictionary, Tenth Edition principal copyright 1993 
COLLEGIATE is a registered trademark of Merriam-Webster, Incorporated 



All rights reserved. No part of this book covered by the copyrights hereon may be 
reproduced or copied in any form or by any means — graphic, electronic, or mechani- 
cal, including photocopying, taping, or information storage and retrieval systems — 
without written permission of the publisher. 



Made in the United States of America 
21222324RMcN98 
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414 extrovert • Ezra 



extrovert also extravert adj - ex-tro-vert-ed also ex-tra-vert-ed 

: produced in extreme abundance : plentiful syn w 
ex-u-ber-anMy adv f . * . afC / Mll - c ; to have 

'^Sm ao^' 53"? .i'&i 2— = — 

£tt£%&Z&W$> -SSBT"*. Process of 

exl'ide X&WdV v6 ex-ud-ed; ex-ud i-ta.IL e^are fr 2 f; + un ^ 

.^V^te'U^r-^I.; eg-^r-. igA . (1955) : one who lives in 
J^ur.bbi\-be-3\n(l95S): the generalized region of exurbs 

• sloUhed off natural animal coverings (as the skins of snakes) - ex 

vow] (1787): a votive offenng 
.ex-votoaa*j0 823): votive 

ey*aT\WA n [ME. alter, (by incorrect ^»°»/ n ?^"^" e ^ L 

ling hawk _ 
»eye \T\ n [ME, fr. OE eage; akin to 
OHG ouga eye, L ocu/us, Gk ops eye, 
face, Skt aksi eyel (bef. 12c) 1 a 
• an organ of sight; esp : a nearly 
spherical hollow organ that is lined 
with a sensitive retina, is lodged in a 
bony orbit in the skull, is the verte- 
brate organ of sight, and is normally 
paired b : all the visible structures 
within and surrounding the orbit and 
including eyelids, eyelashes, and eye- 
brows c (1) : the faculty of seeing 
with eyes (2) : the faculty of intellec- 
tual or aesthetic perception or appre- 
ciation <an ~ for beauty) d : look, 
glance <cast an eager ~> e UJ : an 
attentive look <kept an ~ on his valu- 
ables) (2) : ATTENTION. NOTICE 
<caught his ~> (3) : close observa- 




eye la: 1 optic nerve, 2 blind 
spot, 3 fovea, 4 sclera. 5 cho- 
roid, 6 retina. 7 ciliary body, 8 
posterior chamber, 9 anterior 
chamber. 10 cornea, 1 1 lens, 
«i f t ; ~ mi close ooserva- 12 iris. 13 suspensory liga- 
Inflcg^KV fc 8 ™*; .he ~ men.. 14 conjunc,^ ,5 v„re. 
of her boss) <in the public ~> f ous humor 

«f * iT^Hlc* h * a usu c rcular marking (as on a peacocK s ran; t. 
° f LOOP efp : a loop o'catch to receivea hook d : an undevelo^ bud 
Us on a potato) e : an area like a hole in the center (rf i tropwl cy- 
clone marked by only light winds or complete ca m with no p^pi a; 
Uon P: he center of a flower esp. when differently colored or .marked, 
spVcif: the disk of a composite g (0 : a tnangu 1« jnece; ?' C J{ 
from between the top and bottom of a round (2) : * h «^ W£ c f ™ 
a chop (3) : a compact mass of muscular ^ tissue «^ d ^ n in £ 
fn a rib or loin cut of meat h : a device (as a P" 0 ^ 1 ^^^"' ™ 
functions in a manner analogous to huma«mion J ; ^jethmg cct 
tral : CENTER <the ~ of the problem —Norman Mailer) * . ^ ' ve- 
ion from which the wind is blowing - eye- « \£>^* IT/** 

ViCL \ ub\ nrli nn pve for an eye : retribution in kind — my eye 

loused ! to ^ express milJ [ disTgSement or sometimes surpnse <a 
diamond, my eyel That's glass) . 
•eye vo eyed; eye-ing or eying vi (15c) 1 a . to "* * ft ^ y jf X 
: look at b : to watch closely 2 : to furnish with an eye ~ vi. obs 
: seem, look — ey.er \1(-3)r\ n 



u ii vi- uai\ m ns<xvi • the more or less globular capsule of the 
terete sd'eraand cornea fogether with .heir co„: 

tained structures 

&£Tl o'd (m.j .'bated onobSr'v'a.ion <~ judgment) 
S&f'^K ESSE- from .he new,, 
6 ^d1or .rans^n„ng .0 .ne eyes of those blind .hrough corneal d* 

e'y^'-bar \1-.bar\ n (ca. 1889) : a metal bar having a closed loop at one 

J^7^trt^?\^ ^chl?trc£d at a fixed distance fpr purposes of 
6 StiS Sht;^: onewUhrowTof letters or objects of d^ea^ng size 
™ rnntflct n (1955) : visual contact with another person s eyes 
eye contact n v |^^ , . a sma n C val cup with a nm curved 

»vi C fuTvi r0 fS\ n (ca 1864) 1: a full or completely satisfying view 2 
?one"lhV.f^a;^^^ 

Sifted, 1 i ^{otgred^g ,e eyelid - 
usu used in pi. 2 : a single hair of the eyelashes • 

e»^ ! «^c^.^ of sxin and muscle 

e^inir^KnCm^'akeup used .o emphasize the contour 
of the eyes 

ey<n\M-9)n\ arcfcoicp/o/EYE intended to 

e S^TuP ' jraiflE-iAS: surprising, or enlightening 
^BS?ffitt^(l*» : lens of combination of lenses at the 
something , ha. excites. astonUhe, 

str-, 

^^•■^n^TSiiS?^ or powder in one of various 
e c y olo^haHs applied to the eyelids to 

^^t»!^ «J£SK .IHSffl^ , 

SL'SSr U ferS^W £?Sa by only .he person addr^sed , 

^Ey^EBS^pScSb^ 

.S^W^^^n-. or a s.rained s.ate o,^ 
lytrtrings \'T-.strio Z \ » p/ (1590) ops = organ.c eye altachmenU ><r 

classes or contact lenses) for the eyes 
efc^^ 

more at ERRANTl (14c) : a circuit traveled by an itinerant justice 
medieval England or the court he Presided over 

ey-rieXHr-e, or same as AERiEXyar o/ aeri e ON, money (in ^ 

pr. ^^^^^^ mone? ,able | 

I^b«w Pri'e^and prophe. of the 6th century B.c 2 : 
of Snonicll Jewish and Christian Scnp.ure wn.ten by Ezek.el 

F B i'r« V«-ra\ n ILL. fr. Heb &«] 1 : a Hebrew priest, scrib^J 
bible table 



